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^REMARKS 



Preliminary Remarks 

Koconsidentuon and allowance of to »— W»— *— *■ 
^ « ^p^y „*p»s.ed. Claims 24-26. 28. and 3.-34 arc cummfly pendnrg «- 



of time. 



On page 2 of to official to e*uotor n*,ues«d tot to ■»■* °* 

»P*ge . reading to starus Of US. Patent App.. NO. MM^i -« 
Lm AffL NO. 09/455.779. Specifically. U.S. MM App!. Ho. 09/»6O.7 S S » » U.S 
pl» PaKorApplNo. 09/455.779* .Wooed. The appbean* 
^^Wto.toooJeeooo.tospco^on^P^^oooofto 

p«™ U.S. pa.cn. .ppHcarion, ho. bee. «"> »>»»ld be udtoravm. 

On page 2 of to offieial acrion, to examiner requested correction of to 
B ^^ f orCoo.-te ttrt u mg /»«™ to .».mto a u»fbrE»emplo 8 1 and3oupag« 

11 lto26andp.ge 13, li».29, respectively. The applicams have amended to 

oomaoclaon. for (toy******* •*—<— <■*•*!■. *» 1 3 " 

overcome to objection, and request withdrawal of to objeotton. 

wooded clmm 24 k direc«d . m isolated uuelmc aoid commit* . 
soquooce selected torn to group consisting of (a) a polynucleotide seance SEQIDNO. .. 

LldTscuencc complement . (a) or <b). The app-toms have added P*. (bj of cUun 
24 a, to sequcc. eroding to enohtse polypeptide sequence SEQ ID NO: 2 ts supporied 
tao^n™, to apoofflcuion. The applicants do no. imW by tosc o, any ~*-~"> 
abandon subjec. mane, of to chums as original filed or late, pKaented, and reserve to 
right to pursue such subject matter in continuing applicaooM. 
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PatgajabiHty Remarks 

Rejection Pursuant to 35 MS.C §101 

On page 3 of the official action, the examiner rejected claim 34 under 35 U.S.C. § 101. 
for allegedly reading on non-statutory subject matter. Specifically, the examiner asserted that 
0* claim is ditected to a host cell, which could include a human. 

Amended claim 34 is directed to an isolated host cell comprising the vector of claim 
32 Tfceapplicantswcnldl^ 

"isolated host cell." m view of *e foregoing amendment, the applicants respectmUy submit 
that the rejection of claim 34 under 35 U.S.C. § 101 has been overcome, and should be 
with drawn- 
Rejection Pursuant to 35 U.S.C. §112, Second Paragraph 

Claims 24 and 31 

On pages 3-5 of the official action, the examiner rejected claims 24. 26, 29, 31 and 33 
under 35 U.S.C § 1 12. second paragraph, for allegedly being indefinite. Specifically, the 
examiner alleged that the phrase "as set forth in SEQ ID NO: X" or "as set forth in SEQ ID 
NO 3" in either claims 24 or 31 was unclear. The examiner further asserted it was unclear 
whether the isolated nucleic acid was the actual polynucleotide sequence SEQ ID NO: 1 (or 
3) or whether SEQ ID NO: 1 (or 3) is a representative sequence of .he isolated nucleic acid. 
Similarly, with regard to the phrase "as set forth in SEQ ID NO: 4," it was unclear to the 
examiner whether the isolated nucleic acid encoding a polypeptide with the actual sequence 
SEQ ID NO: 4 in claim 3 1 was a polypeptide encoded by the amino acid sequence SEQ TD ^ 
NO: 4 or whether SEQ ID NO: 4 is a representative amino acid sequence of the polypept.de. 

As discussed below, the applicants have canceled claim 29 without prejudice. 
However, the appiicants respectfully submit that the phrase "as set forth" is not indefinite 
The phrase "as set forth in SEQ ID NO:" guides the reader to a specific SEQ ID NO and does 
DO t mean that the SEQ ID NO: is simply a representation of a number of different sequence, 

31 areconfvsing. In ^P*«^^ In paragraph describing 

10 Ihe amino acid sequence a. set forth m SEQ ID . NO_ inot ^ ^ ^ gEQ ip NQ . 
claim 31, ihe applicant* are assuming the cxamtoer objected lo ooin P 
3" and -the polypeptide as set fonh in SEQ ID NO. 4. 

I 6 
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^peptides. The ^ submit to Ote primary — , of to appUcatio.Dr 

SEQ ID NO" and "a nucleotide sequence encoding a polypeptide aa set forth » SEQ ID NO. 
inUS P«en, No. 6.953.677. which shares the same assignee as the insum, apphcatron. 
Accotdrngly^appUcahtsmsagreetotte^^ 

Nevertoess. solely to expedite prosecution, use applicanu have amended the alleged 
^finite phr^esin claims 24 and 31 and adopted the suggest phrasing by me — 
According amended claims 24 and 3, contain to phrase »a polynucleonde seque,^ «BQ 
»NO: 1 Lor "a polypeptides^ NO: 4" The appUcams also submt, to decent 
cUims 25.26. 32. and 34 contain « the of either 0^,4 or 31 hWW of the 
Agoing amendment and remark, me applicant respeofclly request to to jetton 
Cairna 24-26. 31. 32. and 34 under 35 U.S.C. ,112. second paragraph, for aHeged.y betng 
■ndefmiie, has been overcome and should be withdrawn. 

Claim 26 

On pages 3 and 4 of die official action. Ore examiner rejected claim 36 under 35 
U S.C. S. 12. second paragraph. allegedly being indefinite. SpecificaHy. to examiner 
aHeged to the phrase ^nationally nemral sense mutation" doea no, clearly suue whether 
*. sense mumdona are referring to me eodons in me potymtcteotide sequence or to me 
e^ynte acuvhy whose functions am no, affected by changes in me polynucleohde sequence. 

Amended claim 26 is direcmd to an isolated nucleic acid according to claim 24, 
therein said nucleotide sequence comprises one or more functional* neutral sense mumuons 
.hemin tit. change* in ,he potynucleotide sequence do no. aher me encoded enolase 
poiypeptide or its active According.,, me applicant submi, to non-smn* osututionsme 
LTIln amended Calm 26 as mose mmations in the codons to do not affect the overall . 
encoded enaymatic structure or activity. In view of the foregoing amendment -*«"-*•■ 
L appticanrmspectrou, request to me rejection of c,am26 under 35 U.S.C 1.2, second 
p^graph. for allegedly being indefinite, has b~n overcome and should be wdhdmwn. 
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^entandr^theappHcaats respect 

under 35 U.S.C. §112, second paragraph, has been overcome, and should be withdrawn. 
Rejection Pursuant to 35 U.S.C. §112, First Paragraph 

On pa- 5-8 of the official action, the examiner rejected claims 29 and 30 under 35 
USC gin.firstparagraph^orallegcdlylackingenableznent. Specifically, the examnier 

IJthatwhile the specif^ 1 
■ polypeptide with SEQ ID NO: 2 having enolase activity, it does not reasonably provide 
enalnent for any polynucleotide encodin 8 a polypeptide that has 90% or 95% ammo add 
sequence identity with SEQ ID NO . 2 with enolase activity. 

Solely to expedite prosecution, and without prejudice to the applicants right to seek 
broader claims hi a continuing application, the applicants have canceled claims 29 and 30 
without prejudice. In view of the foregoing amendment, the applicants respectfully submit 
that the rejection of claims 29 and 30 under 35 U.S.C. §112, first paragraph, is moot, and 
should be withdrawn. 
Rejection Pursuant to 35 U.S.C. §102(e) 

On pages 8 and 9 of the specification, the examiner rejected clams 27, 29. 30, and 32- 
34 under 35 U.S.C. § 102(e) has being anticipated by Pompejus U.S. 2004/0180408 
(hereafter "Pompejus")- Specifically, the examiner alleged that Pompejus disclosed an 
latcd polynucleotide sequence that is 88.5% homologous to SEQ ID NO: * - « 
polypeptide that has an amino acid sequence that is 99.7% identical to SEQ ID NO: 2. The 
Lmhier alleged Pompejus discloses the vector/host cells harboring the alleged anticipatory 
polynucleotide sequence. The examiner asserted that tbe polynucleotide sequence of 
Pompejus would encompass claim 27 directed to a fiagmcnt of SEQ ID NO: 1 encoding 
enolase activity, variant claims 29 and 30. and host/vector claims 32-34. 

Solely to expedite prosecution, and without prejudice to seeking broader claims in a 
continuing application, the applicants have canceled claim 27 without prejudice. Similarly, 

s 
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as<U S cu SS edabov e .claims29and30havebeenc a nceledwithoutp ie judi^ fended 
vectors cellos 32-34 no longer depend frcn eiU^er clain. 27, 29, or 30 I, v,ew of 
the foregoing amende the applicants respectfully submit that the rejection of clauns 27, 
29, 30, and 32-34 under 35 U.S.C. §102(e) is moot, and should be withdrawn. 
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In view of the foregoing, the claims are now 



r^CLUSION 

believed to be in form of allowance, and 



which the examiner feels may be best 



such action is hereby solicited. If any point remains ' 

through persons) or uwview. do no, hosirarc » *> — 

at the telephone number below. 

Respectfully submitted, 
PILLSBURY WINTHROP SHAW 
P1TTMAN LLP 



By 




THOMAS A. CAWLEY, JR., P1UJ. 
Reg. No. 40944 

Tel. No. (703)770-7944 
Fax No. (703) 770-7901 



TAC/PAJ 
P.O.Box 10500 
McLean, VA 22102 
703-770-7946 
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